




















Part One

MAJOR CHARACTERISTICS OF THE PATENT SYSTEM

Chapter 1
NATIONAL PATENT LEGISLATION

A. Infroduction

1. Nearly all countries have industrial property laws
for the protection of inventions;! with a few exceptions,?
all differ from each other.

2. Nevertheless, a degree of generalization about
industrial property laws is possible, for several concepts
are common to all, or nearly all, national laws. The
purpose of this chapter is to examine important features,
both those which are common and those which differ
from each other, in order to help to understand the nature
of patents and of similar forms of legal protection of
inventions and inventors.® For this purpose a detailed
comparative analysis is not required, and therefore as
much generalization has been attempted as the subject
permits.

3. The features selected for examination as “important”
are mainly those which can have favourable or adverse
effects on the acquisition and use of foreign technology;
other features have been included only to the extent that
they seem necessary for an understanding of the pur-
poses and functions of patents and similar forms of legal
protection of inventions and the operation of the patent
system.

4. A country’s industrial property law is territorially
limited; it has effect only within the jurisdiction of the
country. Therefore, a country’s own law is the only
law that has a direct effect on the transfer of technology
to that country. Consequently, the industrial property
laws of developing countries are the main objective of
this chapter. Nevertheless, the laws of developed coun-
tries are also examined, particularly because they form

e

The International Bureau of the World Intellectual Property
Organization (WIPO) has a collection of laws relating to the pro-
tection of inventions in 119 countries, and collects and publishes
statistics concerning industrial property rights in inventions applied
for and granted in 113 countries.

? The four Nordic countries (Denmark, Finland, Norway and
Sweden) and the thirteen member countries of the African and
Malagasy Industrial Property Office (OAMPI) (Central African
Republic, Chad, Congo, Dahomey, Gabon, Ivory Coast, Madagas-
car, Mauritania, Niger, Senegal, Togo, United Republic of Came-
roon, Upper Volta) are exceptions; in these two groups of countries
identical laws have been adopted by each member of the group.

3 Part two of this study considers the effects of the patent system
in the economic advance of developing countries.

an important part of the international industrial property
system.

B. Patents and inventors’ certificates

5. The two mains forms of industrial property pro-
tection for inventions are patents and inventors’ certi-
ficates. The owner of a patent has the right to exclude
others from using the patented invention (this right is
in most countries subject to limitations imposed in the
public interest); the owner of an inventor’s certificate
has the right to receive remuneration for the use of the
invention while the exclusive right is transferred to the
State. Other forms of protection of inventions (utility
models, certificates of utility, patents of importation)
are mentioned in paragraphs 36-41 below.

1. PATENTS

6. The following description of a patent has been
drafted for the purposes of this study by WIPO:

a patent is a legally enforceable right granted by virtue of a law
to a person to exclude, for a limited time, others from certain
acts in relation to a described new invention; the privilege is
granted by a government authority as a matter of right to the
person who is entitled to apply for it and who fulfils the prescribed
conditions.*

¢ For the purposes of the report by the Secretary-General of the
United Nations entitled The Role of Patents in the Transfer of
Technology to Developing Countries (United Nations publication,
Sales No. 65.11.B.1) a patent was defined (in paragraph 1) as
“a statutory privilege granted by the Government to inventors,
and to other persons deriving their rights from the inventor, for
a fixed period of years, to exclude other persons from manufac-
turing, using or selling a patented product or from utilizing a
patented method or process. At the expiration of the time for
which the privilege is granted, the patented invention is available
to the general public or, as it is sometimes puf, falls into the
public domain.”
The Paris Convention for the Protection of Industrial Property of
1883—and as revised—lists patents as one of the means for the
protection of industrial property but does not define what a patent
is or the subject-matter that it encompasses. Bodenhausen describes,
in the context of the Paris Convention and for that purpose, “a
patent [...] as an exclusive right to apply an industrial invention”.
(G. H. C. Bodenhausen, Guide to the Application of the Paris
Convention for the Protection of Industrial Property (Geneva,
BIRPI, 1968), p. 22).



7. The excluded acts are usually manufacturing, using

and selling a patented product, and using a patented -

process. Certain acts related to selling, such as importing
and stocking, may also be explicitly or implicitly
excluded.

8. The person entitled to apply for a patent is usually
the inventor or a person (including a legal entity) who
has acquired the inventor’s right to apply; the prescribed
conditions usually include the payment of fees and
requirements concerning the extent to which the inven-
tions must be described; this description is, at a certain
stage of the procedure, disclosed to the public.

9. Although patent laws are enacted partly as a recogni-
tion of the concept of a natural right in inventions,’
the purpose of providing a deliberate incentive for the

encouragement of invention and the promotion of

economic development is widely regarded as the prin-
cipal purpose of patent legislation, both in developmg
and in industrialized countries.

10. The principal functions of patents in this respect
are:

(a) To provide a reasonable possibility of return on
investments in research and development and in produc-
tion by granting an exclusive position for a limited
time;

(b) To encourage prompt and adequate public dis-
closure of new technology.

2. INVENTORS’ CERTIFICATES

11, The main differences between a patent and an
inventor’s certificate are that the owner of the latter,
by which exclusive rights in the invention are transferred
to the State, has the right to receive remuneration when
savings are made through the use of the invention,
rather than a right to exclude others from that use, that
no payment of fees is required and that the right is not
necessarily limited in time.

12. In practical terms, and as a means of stimulating
technical progress, patents and inventors’ certificates
have much in common. In both cases the invention in
respect of which the reward is given must be novel, so
that, in countries in which examination of applications
as to substance is carried out, the competent administra-
tion must maintain search files containing documentation
concerning the existing state of the art in relation to which
novelty is to be checked. In both cases the benefits pro-
vided for are normally available under the law to
foreigners as well as to nationals of the country con-
cerned and in both cases the first application filed in one
country may form the basis of a right of priority in
others.® Like the granting of patents, the issuing of inven-
tors’ certificates is intended to stimulate research and the

5 Cf. in modern times, article 27, paragraph 2, of the Universal
Declaration of Human Rights, which provides that:
“Everyone has the right to the protection of the moral and
material interests resulting from any scientific, literary or artistic
production of which he is the author.”

¢ See para. 19 below.

development of an invention to the stage of industrial
applicability, and to encourage public disclosure.
Inventors® certificates are therefore regarded as one
of the forms of industrial property protection and of the
international industrial property system. Moreover,
the information effect of published inventors® certificates
is the same as the information effect of published patents.

13. All countries in which inventors’ certificates or
their rough equivalent are granted (Algeria, Bulgaria,
Czechoslovakia, the German Democratic Republic,
Poland, Romania and the USSR) provide also for the
grant of patents. The inventor—whether national or
foreign (except in Algeria, where only foreigners may
apply for patents)—has in principle a choice between the
two forms of protection. However, there are important
exceptions. In Poland and Romania, inventors who are
employed in units of the national economy can obtain
inventors’ certificates only, and the patents are granted
to the units themselves. In the USSR, inventors’ cer-
tificates only are issued for inventions made in connexion
with the inventors’ work in state, co-operative or public
enterprises, while the exclusive rights in such inventions
are transferred to the State. A similar effect is achieved
by the system of “economic patents” in the German
Democratic Republic. All such countries restrict the
availability of patents for certain categories of inventions,
in particular food and drug substances, allowing for
those inventions only inventors® certificates.”

C. Major provisions of national laws

14. The addendum to this document countains a
summary of the principal provisions of industrial property
legislation relating to inventions in selected countries.
The summary provides most of the source material for .
this chapter and also illustrates the application of the
principles examined in this chapter. It is not designed
as a guide to the relevant law and practice of the selected
countries; being based on statutory enactments only,
without reference to decisions of the courts or admin-
istrative practices, and being limited to those provisions
which are relevant to this report, it is necessarily
incomplete. The summary does not include references
to laws other than industrial property laws, with the result
that the entries for two countries are not strictly com-
parable where, for example, restrictive business practices
related to patents are governed by the patent law in one
country and by other laws in the other.

15. The 73 countries 8 whose laws have been summar-
ized have been selected so as to present a reasonably
balanced sample: they include developing countries,
developed market-economy countries and socialist coun-
tries of Eastern Europe. A few very old laws that are
still in force have been included, but the majority date

7 As regards special considerations for food and drugs, see
para. 47 below.

8 These include the Nordic countries and the OAMPI member
countries (see foot-note 2 above), so that, in reality, only 58 different
laws are summarized.



from after the Second World War; all laws known to
have been enacted within the last ten years are included.

1. TERMINOLOGY

16. In the summary of principal provisions contained
in the addendum and in the discussion in this chapter

of major provisions of national laws, certain words are.

used with specialized meanings. The following descrip-
tion of the possible stages through which an application
for protection may pass and of the results of the grant
of a patent under typical legal systems is intended to
illustrate and clarify those meanings for the purposes
of this report, rather than to define them, for legal
definitions necessarily vary from country to country.
Terminology related to the limitation of the exercise
of patents rights is dealt with in paragraphs 83-90.

17. The applicant for protection of an invention
is the person who claims the right to obtain a patent by
“virtue of being the inventor or his successor in title. The
applicant may be a national of the country in which he
applies for protection or he may be a foreigner, If he is a
foreigner his right to obtain a patent results from the
application of the principle of national treatment: either
the national law makes no distinction between nationals
and foreigners, or a specific provision in the national
law assimilates to nationals certain foreigners, normally
those who are nationals of countries with which an agree-
ment or convention to this effect has been concluded.

18. The applicant files his application with the com-
petent administration (usually called “Patent Office”,
“Industrial Property Office” or “Office for Inventions”
or the like) which, after satisfying itself that certain
minimum requirements have been met, accords as the
filing date the date of receipt of the application.

19. The applicant may be able to rely on a right of
priority when he has filed an earlier application for
protection of the same invention in another country;
if the later application is made within the priority period
(normally 12 months from the priority date, that is to say,
the filing date of the earliest application filed abroad)
it is not invalidated by any acts accomplished during the
same period, such as a filing by another person or the
publication or exploitation of the invention. The right
of priority is usually based upon provisions to this effect
contained in an international convention to which the
country is party, and usually applies only when the earlier
application was filed in one of the other countries party
to the convention.

20. The application must contain, among other things,
a description of the invention, with any drawings referred
to in the description, and one or more claims.

21. The description must disclose the invention in a
manner sufficiently clear and complete for it to be carried
out by a person skilled in the art.?

22. The claim or claims must define the protection
sought; when the patent is granted, the scope of the pro-

® For a further analysis of disclosure see paras. 303-313 below.

tection conferred by it will be determined by the terms
of the claims; the claims are interpreted by use of the
description and the drawings.

23. The application is examined by or on behalf of
the competent ‘administration. The purpose of _this
examination is to enable the competent administration
to be satisfied that the application meets certain of the
requirements of the law. The examination may be limited
to an-examination as to form, in which case the compliance
with the minimum requirements for establishing a filing
date, the presence of other necessary documents and
information (such as the complete name and address
of the applicant) and the payment of the prescribed fee
are checked. The examination may proceed also to an
examination as to substance, in which case the patentability
of the invention, the adequacy of the description and the
scope of the claims are checked.

24. The typical main requirements of patentability are
novelty, inventive step and industrial applicability.

25. An invention is new if it does not form part of the
state of the art. The state of the art is constituted by
everything made available to the public anywhere (the
test of world-wide novelty) or in the country (the test
of national novelty) at any time before the filing date or,
where applicable, the priority date, by means of a written
or oral disclosure, by use or in any other way.

26. An invention involves an inventive step if it does
not obviously follow from the state of the art, in the sense
that it would not have occurred to any person skilled
in the particular technical field who happened to be
asked to find a solution to the particular problem (the
test of nom-obviousness).

27. Checking the patentability of the invention against
the tests of world-wide or national novelty and non-
obviousness requires a search of the state of the art, which
results in the preparation of a search report containing
references to the descriptive documents and other sources
of the relevant prior art. A competent administration
which carries out examinations as to substance main-
tains a search file in which documents relating to the
state of the art are arranged in accordance with a classifica-
tion system providing for a fine subdivision of the entire
technology according to technical fields.

28. The application may be published or may be laid
open for public inspection before a patent is granted,
particularly when persons other than the applicant have
an opportunity to oppose the grant of a patent. In some
such cases the fact of the acceptance of the application
is published for the purposes of opposition.

29. After the examination and any opposition, the
competent administration decides whether to grant a
patent for the invention.

30. The fact of the granting of the patent is published
in an “official gazette” issued by the competent administra-
tion. The patent document—a document containing,
among other things, the description, any drawings and
the claims—is at least laid open for public inspection
(in which event copies may be obtained on request)
and may be the subject of publication in the sense that the
competent administration makes copies in printed or



other form, or arranges for such copies to be made, and
the copies are generally available for purchase by the
public.

31. The patentee is the person to whom the patent
is granted by the competent administration. He is also
called the owner of the patent. The patent may be assigned
to another person; the assignment is registered by the
competent administration, and the assignee, as the
successor in title to the first patentee, becomes the new
owner of the patent, or patentee.

32. The patentee has the right to exclude other per-
sons from manufacturing, using and selling a patented
product (in the case of a product patent) and from using
a patented process (in the case of a process patent). A
person who does an excluded act without the consent of
the patentee may be sued by the latter for infringement.

33. The patentee may license other persons to do acts
which, but for the licence, would be excluded; such a
licence may be exclusive or nom-exclusive, depending on
whether the patentee contracts not to grant other licences
and to abstain himself from doing the licensed acts.

34, The grant of a patent even after an examination
as to substance by the competent administration is not a
legal guarantee to the patentee or his successors in title
that the patent is valid under the law. The validity of the
patent may be attacked in the Courts or other competent
bodies of the country in the course of an action for infrin-
gements or otherwise; a decision that a patent is invalid
(or null) has effect from the date of the grant of the
patent, whereas a decision to revoke a patent (for example,
for inadequate disclosure in the description) has effect
when it is made.

35. The term of protection of the patent is the duration
of the rights granted by virtue of the patent. At the end
of the term provided by the law, the patent expires.

2. NATURE OF TITLE(S) GRANTED
(Paragraph 2 of the summary contained in the addendum)

36. In addition to patents and inventors’ certificates,
other titles, or forms of industrial property protection for
inventions, are provided for in some national laws,
These may be grouped under two headings: “utility
models” and “patents of importation”. The system of

“utility certificates” found in the law of France is included "

under the heading “utility models” in order to demonstrate
the distinction between such certificates and patents,
although, as is shown in paragraph 39, this distinction
is more procedural than substantive.

(a) Utility models

37. Some of the countries listed in the addendum
(Brazil, Federal Republic of Germany, Italy, Japan,
Philippines, Poland, Portugal, Republic of Korea and
Spain) have instituted, in addition to patents, a system
of registration of utility models. The exclusive right
granted by a utility model registration is in principle the
same as the patent right; however, in most cases it is of

considerably shorter duration. Often the subject matter
for which utility model registrations may be obtained is
limited to certain technical fields (mostly mechanical
art),10

38. The main purpose of utility model protection is
to make available, in addition to patents, a system of
protection for inventions that do not necessarily fulfil
«all the requirements of patentability; such inventions
are protected more easily but to a lesser extent. Such an
additional system can be placed at a relatively high level
as regards the conditions and term of protection, pro-
viding for examination by the competent administration
as to substance and a term that is only slightly less than

.the term of patents (as, for instance, in Japan and the

Republic of Korea), or at a considerably lower level,
without the requirement of an inventive step, without
examination as to substance and with a short term of
protection (for instance three years, with the possibility
of extension for one further period of three years, as in
the case of the Federal Republic of Germany). It can also
be combined with the patent in such a way that for one
invention a patent application and an application for a
utility model registration are filed, the applicant expres-
sing the wish to obtain a utility model registration only
if the patent application is not successful.

39. In France, “certificates of utility” are governed by
the same requirements as patents; in particular, the re-
quirement of an inventive step must be fulfilled in the
same way as in the case of a patent. The only difference is
in procedural requirements and concerns the search report
or “documentary report on prior art”, which is prepared
before the grant of a patent but is not necessary for the
registration of a utility certificate. The term of protection
is much shorter than in the case of a patent, namely six
instead of twenty years. Though in most countries utility
model registrations are granted only for the mechanical
arts, the French system of utility certificates excludes
only inventions relating to medicines.

40. Industrial property statistics show that the number
of applications for utility model registrations sometimes
reaches the number of patent applications and that in
all countries providing for the protection of utility
models the great majority of applications for utility
models is filed by nationals or residents. This applies
even to the countries that have a higher percentage of
patent applications by foreigners. For example, in Spain
about 80 per cent of all patent applications, but only
about 10 per cent of all utility model applications, are
filed by foreigners. At present, only very few developing
countries provide for the protection of utility models;
these include Brazil, the Philippines and the Republic of
Korea. Some countries are considering the introduction
of utility model protection (Australia, the OAMPI
countries and the Arab countries, for which the Industrial
Development Centre for Arab States is preparing a
model law on inventions).

10 Inventions are, for the purposes of industrial property law,
usually grouped in three major technical fields: (i) mechanical,
(ii) chemical, (iii) electrical and electronic.



(b) Patents of importation

41. Some countries (Algeria, Argentina, Belgium,
Chile, Iran, Spain, Uruguay and Venezuela) provide, in
addition to ordinary patents, for the grant of patents of
importation (also called patents of introduction, con-
firmation or revalidation). This special kind of patent,
which in the last century existed also in some other
countries,! is based on the condition that the invention
has already been patented abroad and on the expectation
that the patentee will exploit the patented invention in
the country. Thus, a patent of importation may be
granted despite the loss of novelty caused in particular
through the publication and exploitation of the foreign
patent. The term of protection of a patent of importation
is normally limited to the term of the foreign patent.
Among recent laws, only that of Algeria provides for
the grant of such patents, but only with respect to inven-
tions patented abroad before 1966 so that, because of
the dependence of those titles on the foreign patents, the
whole scheme has a transitional character. On the other
hand, it is known that countries whose present law pro-
vides for patents of importation (e.g., Spain) are consider-
ing their abolition.

3. REQUIREMENTS OF PATENTABILITY
(Paragraph 3 of the summary contained in the addendum)

42. The requirements which an invention normally
must meet in order to be patentable are a certain degree
of novelty, industrial applicability, often also inventive
step and sometimes “progress”. Most laws, in particular
most of the recently enacted laws, deal explicitly only
with the requirement of novelty. Industrial applicability
is normally required but not defined;* progress, if
required, is rarely mentioned;® and inventive step, if
expressly mentioned, is in most cases defined simply by
stating that the invention must not be obvious with respect
to the state of the art.14

43, The test with respect to these requirements may
not always be the same at the various possible stages at
which the requirement may be applied (search, examina-
tion, opposition, invalidity invoked in infringement
proceedings, action for invalidation or revocation).
For instance, as regards novelty and inventive step the
Indian law of 1970 makes distinctions between the various

1t For instance, it was provided for by the first Patent Law of
France of 1791 but abolished by the French Patent Law of 1844.

12 Cf., however, the Colombian law of 1971, which prescribes that
the subject of the invention must be capable of being manufactured
or used in any kind of industry, including agriculture.

13 For instance, the law of Czechoslovakia of 1972 mentions and
defines progress: an invention must evidence technical progress as
shown by results quantitatively higher or qualitatively different
from those obtained by technical means which are part of the world
state of the art. Cf. also the Hungarian law, which provides that
an invention represents progress in comparison with the given state
of the art if it satisfies needs which remained unsatisfied before or
if it satisfies needs more advantageously than before.

1 Sometimes it is made clear that non-obviousness must exist
for an expert or—as stated in the Israeli law—for “an average man
of the art”. :

stages. Where such distinctions are made, the most
severe test is normally applied in the review of the validity
of a patent granted, either in an infringement action or in a
special action for nullity or revocation. The summary
contained in the addendum indicates in paragraph 3
always the most severe test; if a less severe test is applied
for search and examination this is indicated in paragraph 6
of the summary.

44.- As regards the most important requirement of
patentability, namely, novelty of the invention, the general
test is that an invention is new if it does not form part
of the state of the art. Some divergencies exist among
laws with respect to the definition of the state of the art;
limitations of the state of the art may exist regarding the
territory to be considered (whether national or world-
wide novelty is required), regarding the period of time
to be considered (for instance, whether only documents
having been published after a certain date are to be
included in the state of the art) and regarding the manner
in which knowledge of a previous invention has been
made available to the public (only through publication,
or also by any other form of communication or by public
use). Even where a law does not provide for any such
limitations—thus theoretically including, for instance,
communications made a long time ago in a far away
country—there are practical limitations since there is
a presumption of validity for a patent granted until prior
art that bars the novelty of an invention has been proved.
If, as in most countries, the laws contain limitations
regarding the time at which and the manner in which
previous inventions were communicated, the legislators
certainly took the difficulty of proof into account. The
same consideration also plays a role with respect to
limitations regarding the territory. A typical example
of such a limitation is contained in the law of the United
Kingdom, which takes into account for the state of the
art only prior knowledge, whether documentary or other-
wise, in the United Kingdom and prior use in the United
Kingdom. Other countries (for instance, Federal Republic
of Germany, France, the USSR and the United States
of America) have for a long time applied the standard
of world-wide novelty, thus rewarding only the inventor
who contributes to the progress of technology on a world-
wide scale. An official report on the British patent system
published in 1970 recommends, taking into account in
particular the Convention on the Unification of Certain
Points of Substantive Law on Patents for Invention
(Strasbourg, 1963)'5 (not yet in force), the adoption of
the standard of world-wide novelty. The same standard
is also accepted in the Convention on the Grant of Euro-
pean Patents (European Patent Convention) (Munich,
1973).3¢

45. All recent patent laws have adopted the test of
world-wide novelty, at least as regards prior art made
available to the public through publications.’? The great

15 Council of Europe, European Treaty Series, No. 47.

16 WIPO, Industrial Property, 13th year, No. 2 (February 1974),
p. 51.

17 As regards prior public use of an invention, there still exist
territorial limitations, for instance in the law of the Federal Republic
of Germany.



majority also does not apply any restriction as regards
the period of time which is to be taken into consideration
in the search of prior art. The law of the Federal Republic
of Germany, however, has maintained a limitation to
100 years before the filing date, and the recent law of
Iraq has introduced a limitation to 50 years before the
filing date.

4, NON-PATENTABLE SUBJECT-MATTER
(Paragraph 4 of the summary contained in the addendum)

46. A comprehensive definition of the subject-matter
that may be protected by patents or inventors’ certificates
has so far not been adopted in any national law. It is,
however, generally accepted that the term “invention”,
when used in the context of granting titles to inventors,
relates only to inventions of a technological nature.
Thus, systems and programmes (possibly including
computer programmes), plant varieties and animal
breeds, surgical methods, and aesthetic creations are
generally not considered to be “inventions”. However,
not all kinds of technological inventions are necessarily
patentable. Some kinds, in some countries, are excluded
from patentability when it is believed that such exclusion
is in the public interest. Food and drugs, processes
relating to their manufacture, chemical substances and
technology relating to nuclear energy are some examples
of such exclusions.

47. In the case of foods and drugs, exclusion from
patentability is based on the consideration that the grant
of patents could have adverse effects on the general
availability or the price of these goods, which are of vital
importance for the people of the country. In the case
of technology relating to nuclear energy it is mainly the
special importance of such technology to national defence
(and possibly also to energy supply) that is considered as
a reason for excluding it from patenting, whereas in the
case of chemical substances the necessity of their un-
restricted availability is considered as a reason for
excluding them from patenting.

48, When considering exclusion from patentability
for particular reasons of public interest one has to bear
in mind that public interest is also the predominant motive
for having a system of protection of inventions at all.1®
Thus it appears that there are several different reasons of
public interest that determine policy in patent matters
and whose relative importance depends on the particular
condition of each country at a given date.!® Part two
of this report takes up the issue of subjects for patentability
in connexion with developing countries. 20

5. SEARCH AND EXAMINATION
(Paragraph 6 of the summary contained in the addendum)

49. The grant of a patent by the competent administra-
tion does not amount to final proof of its validity. The

18 Cf, para. 9 above.

1% The Nordic laws make this clear by using the expression
“superior public interest” as a ground for a compulsory licence.

20 See paras, 346-350 below.

value of a patent depends to a large extent on the degree
of the probability of its validity, that is to say on how far
the requirements of patentability have been met. This is
important for the use of patents as vehicles for trade in
technology since the purchaser of technology covered
fully or partly by patents is interested in obtaining a
position that is not likely to be endangered by the invali-
dation of those patents. Moreover, the issue of invalid
patents burdens the patent documentation and dilutes
the information effect of the patent system.

50. Although the laws of many countries provide for
examination as to substance, the question remains
whether all those countries dispose of the means to carry
out the necessary search effectively. It is obvious that
developing countries in particular can only build up
step by step the qualified staff and systematically arranged
documentation which is necessary for a thorough exam-
ination of patent applications with respect to the require-
ments of patentability. In this context, world-wide work
sharing—as under the Patent Co-operation Treaty
(PCT)*—combined with regional concentration of
efforts constitute methods of facilitating the solution of
problems involved in search and examination.

51. Traditionally, most industrialized countries have
for a long time practised a system of examination as to
substance before the grant of protection. This is
in particular the case in Australia, Austria, Canada,
Czechoslovakia, the German Democratic Republic, Ger-
many (Federal Republic of), Hungary, Ireland, Japan,
the Netherlands, the Nordic countries, Poland, Romania,
the USSR, the United Kingdom and the United States
of America.

52. As regards recently adopted laws, a strong trend
towards the introduction of examination as to substance
can be observed. Only five of the 49 patent laws which
have been adopted or revised as to substance during the
last 15 years provide for simple registration after examina-
tion as to form of the patent application (Algeria, Iraq,
Nigeria, member countries of OAMPI, Sudan). Among
the other recent laws several categories have to be
distinguished. Some countries (Colombia, France, Peru)
have introduced a system which provides only for a
search but not for an examination as to substance.

53. In Colombia and Peru a search report is issued
by the competent administration only in case of opposi-
tion and such a report is limited to documents produced
in evidence by the parties.

54. In France, however, a search report covering all
prior art is established for all patents ex officio by the
International Patent Institute in The Hague. In the
procedure of establishing the search report the applicant
has an opportunity to present observations on a pro-
visional search report and to amend his claims; in a second
stage of procedure the revised draft on the search report
is published, giving an opportunity to third parties to
present observations and to the applicant to reply to those
observations; only then is the search report drawn up
in its final form. After this procedure, the final search

1 See paras. 120-123 below.



report is likely to contain all relevant information on
prior art permitting an expert in the technical field to
evaluate whether the. invention is novel and involves an
inventive step. Although the competent administration
does not draw any conclusions from the search report,
the fact that the search report is published together with
the patent helps to exclude the grant of invalid patents.

55. All the other countries which have recently adopted
new patent laws (including in particular Brazil, India and
Israel) provide for examination of the patent application
as to substance.

56. The search normally covers in principle all publica-
tions likely to be relevant, including patent documents,
regardless of where and when they were issued. However,
in practice, that standard is frequently met incompletely,
in particular because of language difficulties. In some
countries the scope of novelty search is limited by the
law. Among the countries that have recently adopted new
laws, Australia and India, like the United Kingdom,
limit the scope of search to patents and other publications
issued in the country. However, the Indian law envisages
the possibility of world-wide search and gives power to
require it.

57. A special feature of the examination procedure
recently introduced in several countries deserves particular
attention, namely, the so-called “deferred examination”.
According to this system, a patent application is examined
as to substance by the competent administration only
on request by the applicant or a third party, which must
be made, together with the payment of a special fee,
within a certain time-limit; on the expiry of this time-
limit the application lapses if no such request has been
made. Thus inventions in which the applicant loses
interest and in which nobody else is interested because
they seem to be economically unimportant do not have
to be examined as to substance by the competent
administration. Such a system has been introduced by
Australia (subject to particular conditions), the Federal
Republic of Germany, the German Democratic Republic,
Hungary, Japan and the Netherlands; the European
Patent Convention has also adopted it, and it is under
consideration in the United Kingdom. The time-limit
for the request varies between 2 years (Brazil) and 7 years
(Federal Republic of Germany, Japan, Netherlands);
Australia (5 years) and Hungary (4 years) have adopted
an intermediate position. The system of deferred examina-
tion is often coupled with a system of “early” publication
of applications which have not been examined as to
substance. This system prevents applications remaining
for a long time inacessible to the public.?? In addition,
the Federal Republic of Germany and the Netherlands
provide for the possibility of obtaining a search report
before a request for examination has been made, so that
preliminary information on the prior art with respect
to the invention is available already at an earlier stage.

58. In Israel preference may be given to the processing
of applications for the protection of inventions that have
already been used without the owner’s authorization

22 See para. 67 below.

or where a patent grant is urgent because it is intended
to exploit the invention in Israel under licence. Similar
preferential treatment is provided for in Japan and the
United States of America with respect to inventions
relating, for example, to the protection of the
environment.,

6. SCOPE OF DISCLOSURE: PUBLICATION

(Paragraphs 5 and 7 of the summary
contained in the addendum)

59. Publication of the description of the invention
and the claims that define the scope of the protection
is an essential function of the patent system: a patent
can fulfil its purposes only if it makes the knowledge of
new technology available to the public, and the protection
cannot be enforced unless its scope is known. The
informational effect of publication is not limited to the
country in which the new invention is published, since
the contents of the patent are made available to the
whole world. Therefore publication is an important
factor in international co-operation in the patent field.

60. In the past, new inventions were frequently of a
relatively simple nature, so that they could be easily
understood by anybody having average general technical
knowledge. Progress in technology has made it more and
more difficult to describe an invention sufficiently to
enable others to use it. Nowadays, use of an invention
frequently requires knowledge of the state of the art, and
an economically reasonable use of the invention may
require additional knowledge, or “know-how”, obtained
from practical experience of manufacturing in general
and from developing the invention to the stage of
production.

61. Most laws require that the description be suffi-
ciently clear and complete to permit others skilled in
the art to use the invention; some laws, however, require
in addition the disclosure by the applicant of the best
method of putting the invention into practice. An
example of the latter kind of provision is contained in the
patent law of the United States of America, which
requires that the application must contain a description
of the invention, and of the manner and process of making
and using it, in such full, clear, concise and exact terms
as to enable any person skilled in the art to make and
use the invention, and that it must set forth the best
mode contemplated by the inventor of carrying out the
invention. Similar provisions are contained in the laws
of the United Kingdom and countries with a similar
legal tradition.

62. Most of the recently adopted laws require that the
description be sufliciently clear and complete to permit
others skilled in the art to use the invention (this is the
sense of the laws of Algeria, Austria, Federal Republic
of Germany, Hungary, Israel, the Netherlands, Nigeria,
the USSR); some laws merely require a “description”
(Brazil, Czechoslovakia, France) or a “clear description”
(Peru). Other laws are more specific as regards the
reference to the person skilled in the art., In Japan he
must be “a person having ordinary skill in the art to
which the invention pertains”; this makes it clear that
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